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DETAILED ACTION 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3 and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6,588,871 to Studholme et al. ("Studholme" hereinafter) in view of U.S. Patent No. 
6,788,270 to Suprunov et al. ("Suprunov" hereinafter). Referring to claim 1, Studholme (see Fig. 
1) discloses a portable device (12) for receiving an electronic component (i.e., chip) used for 
communication (see col. 4, lines 3 1-34), the portable device comprising a portable device body 
for accommodating the electronic component, the portable device body having an upper case 
(top portion) and a lower case (lower portion), and a cavity therein (i.e., a place to contain the 
electronic component in the body). Studholme also discloses the device comprising having a 
holding member (10) for holding peripheral portions (26) of the portable device body (see col. 4, 
lines 35-39). Studholme does not specifically teach the upper case having a cavity and the lower 
case having a cavity. 

Suprunov teaches providing a portable device (see Figs. 1-3) for receiving an electronic 
component, e.g., retractable antenna (101), used for communication, wherein the portable device 
includes a body (102) having an upper case (1 12) and a lower case (114), both of which have a 
cavity (117) and are connected to each other with the cavities opposed to each other (see Fig. 1). 
It would have been obvious to modify the portable device body of Studholme et al. to include 
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separate cavities within the top and bottom housings, respectively, as taught by Suprunov, since 
the device of Suprunov would provide more depth within the housing of Studholme to allow for 
additional components, such as a retractable antenna, within the housing. 

Referring to claim 2, Studholme in view of Suprunov disclose a portable device as 
claimed, wherein the holding member (10) holds the upper case and the lower case so as to 
surround the portable device body. See Fig. 4 of Studholme. 

Referring to claim 3, Studholme in view of Suprunov disclose a portable device as 
claimed, wherein the upper case (1 12) includes a first flange (not numbered) extending along the 
peripheral portion of the upper case, the lower case (114) includes a second flange (not 
numbered) extending along the peripheral portion of the lower case (see Figs. 1-3 of Suprunov), 
and the holding member (10) has an inner surface (22/24) including an engaging groove engaged 
with the first and second flanges when the upper case and the lower case are connected to each 
other (see Fig. 1 of Studholme). 

Referring to claims 7-10, Studholme in view of Suprunov disclose a portable device as 
substantially claimed, except for the holding member including a plurality of holding member 
pieces of various shapes or designs. It is well known, however, that constructing a formerly 
integral structure into various elements has been held to involve only routine skill in the art (see 
MPEP 2144.04; In re Nerwin v. Erlichman, 168 USPQ 177, 179). It would have been obvious "to 
one of ordinary skill in the art at the time the invention was made to construct the holding 
member of Studholme, as modified, into two holding member pieces in contact with each other, 
since the separate pieces would allow some adjustment of the holding device for better contact 
between the portable device and the holding member. 
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Studholme in view 
of Suprunov, and further in view of U.S. Patent No. 6,041,924 to Tajima. Studholme, as 
modified, teaches the device as substantially claimed, except for further comprising a seal 
arranged between the upper case and the lower case. Tajima teaches providing a seal (27) within 
a portable receiver case (see Fig. 4 and the corresponding specification) to provide water- 
proofing and spill-proofing measures for the device. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to further modify the portable device 
of Studholme to include a seal within the portable device, as taught by Tajima, to provide water- 
proof and spill-proof means for the portable device of Studholme as modified. 

Claims 5, 6 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Studholme in view of Suprunov, and further in view of U.S. Patent No. 6,181,564 to Furusho. 
Referring to claims 5 and 1 1, Studholme, as modified, teaches the device as substantially 
claimed, except for the portable device body being made of a synthetic resin, and the holding 
member being made of a metal that is more rigid than the portable device body. Furusho teaches 
providing an IC card or portable device (see Fig. 10) having a frame (23) of synthetic resin and 
base with side walls (21b) main of metal. It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to further modify the portable device of Studholme to 
provide synthetic resin and metal in the device, as taught by Furusho, to provide the portable 
device of Studholme as modified with a durable, light weight housing with a conductive portion 
therein. 

Referring to claim 6, Studholme, as modified, in view of Furusho disclose the device as 
substantially claimed, except for the holding member being made of metal and covering only the 
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peripheral portions of the upper case and the lower case when the upper case and lower case are 
connected to each other. It would have been obvious to one of ordinary skill in the art at the time 
of the invention to further modify the device of Studholme such that the metal coves only the 
peripheral portions of the upper case and the lower case, since it has been held that rearranging 
parts of an invention involves only routine skill in the art. See/rc re Japikse, 181 F.2d 1019, 86 
USPQ 70 (CCPA 1950). 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Q. Edwards whose telephone number is 571-272-2042. 
The examiner can normally be reached on M-F (7:30-3:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynn D. Feild can be reached on 571-272-2800, ext. 35. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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